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STATEMENT OF RELATED CASES 

Pursuant to Federal Circuit Rule 47.5 the Court is advised that: 

(a) No other appeal from the Board of Patent Appeals and Interferences 
("Board") in connection with Interference No. 105,455 has been brought 
before this or any other court. 

(b) Counsel knows of no other case pending in this or any other court that 
will directly affect or be directly affected by this Court's decision in the 
pending appeal. 
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STATEMENT OF JURISDICTION 



The Federal Circuit has jurisdiction over this appeal under 28 U.S.C. 
§ 1295(a)(4)(A), which gives this Court exclusive jurisdiction "of an appeal 
of a decision of the Board of Patent Appeals and Interferences of the United 
States Patent and Trademark Office with respect to patent applications and 
interferences." Additionally, this Court has jurisdiction under 35 U.S.C. § 
141, which states that a "party to an interference dissatisfied with the 
decision of the Board of Patent Appeals and Interferences on the interference 
may appeal the decision to the United States Court of Appeals for the 
Federal Circuit." 

STATEMENT OF THE ISSUE PRESENTED FOR REVIEW 

1 . Whether Garner's showing of priority, if unrebutted, would support a 
determination of priority in favor of Garner and is sufficient to suggest an 
interference under 37 C.F.R. § 41.202. (AD 27-28). 

2. Whether documents that Garner had previously filed with the Patent 
and Trademark Office ("PTO") during the prosecution of the application 
should be considered by the Board when determining whether Garner had 
made a sufficient showing under 37 C.F.R, § 41.202. 
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STATEMENT OF THE CASE 
Inventor Harold Garner filed his provisional patent application a mere 
six (6) days after Appellees Quate and Stem. Thus, to suggest an 
interference against U.S. Patent No. 6480,324, 37 C.F.R. § 41.202 required 
Garner to make a prima facie showing that he reduced his invention to 
practice at least six days before he filed his application. He did so. Gamer 
not only filed photographs of the invention with his own declaration 
establishing his invention was reduced to practice months before he filed his 
provisional patent application, he also filed sworn statements from a member 
of the laboratory who witnessed the invention and laboratory notebook 
pages signed by others further corroborating it. In declaring Interference 
No. 105,455, the Board held Gamer's showing insufficient and issued an 
order to show cause. In response, Gamer explained his initial showing by 
referencing documents that had been previously submitted to the PTO, such 
as the specification of the underlying patent application. The Board refused 
to consider such documents, classifying them as "new evidence." Gamer 
appeals the Board's ruling on sufficiency and the Board's definition of "new 
evidence." 
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STATEMENT OF FACTS 
I. SUMMARY OF THE INVENTION 

The subject of this appeal involves the use of a computer to create a 
microarray by controlling the way light hits a substrate. (JA 85). When the 
light hits the substrate, it interacts with light-sensitive chemicals on the 
surface of the substrate, causing a chemical reaction in the limited area 
where the light hits the substrate, thereby deprotecting a nucleotide and 
permitting another nucleotide to extend an oligonuclitide chain. (JA 89-91). 
This chemical reaction creates a space for another molecule to bind to the 
substrate. (Id/). Oligonucleotide microarrays of exquisite specificity are 
created through a high density series of these chemical reactions. 

The count of the interference is drawn to "an apparatus for catalyzing 
a reaction on a substrate comprising: a light source; a computer-controlled 
micromirror positioned to redirect light from the light source toward the 
substrate; and a reaction chamber, wherein light redirected by the 
micromirror catalyzes a chemical reaction proximate the substrate in the 
reaction." (JA 155, 11. 16-21). Thus, the invention includes three elements: 
(1) a light source; (2) a computer-controlled micromirror; and (3) a reaction 
chamber. (Id.) . 
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Before this invention, a slide similar to a photographic negative was 
placed between the light source and the substrate to control the flow of light. 
(JA 86-87). The slide, also known as a mask, contained dark portions that 
block light and light portions that allowed light to pass. (JA 86-91). 
Garner's invention, marketed as a Maskless Array Synthesizer, eliminates 
the need for slides or masks. (JA 93). Instead, a computer is used to control 
the angle of tiny mirrors. (JA94). The computer adjusts the mirrors to 
shine light as needed, easily creating a new pattern without the need to 
physically create a new mask. (JA 93-94). 
H. PROCEDURAL HISTORY 

The subject of this Appeal, U.S. Patent Application No. 09/998,341 
("the Garner Application"), was filed by Garner on November 29, 2001 . (JA 
1 76 f 1 ). The Garner Application is a continuation of U. S . Patent 
Application No. 09/776,202 filed nine months earlier, which, in turn, is a 
divisional of U.S. Patent Application No. 09/326,526 filed on June 4, 1999. 
(JA 142-43). U.S. Patent Application No. 09/326,526 claims priority to 
Provisional Application No. 60/087,948 filed on June-4, 1998. (JA 86). 
Because this provisional application discloses the count of the interference at 
issue, Garner is entitled to an apparent constructive reduction to practice 
date of June 4, 1998. (JA 45-84). 
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Quate and Stern filed U.S. Provisional Application No. 60/087,333 
claiming a similar invention on May 29, 1998, six days before Garner's 
provisional application riling date. (JA 140). Quate later filed a utility 
patent application claiming priority to their May 29, 1 998 provisional 
application. This application issued as Patent No. 6,480,324 ("the Quate 
patent"). (JA 31-41). 

To provoke an interference with the Quate patent, Garner amended 
the Garner Application to copy Quate's claims. (JA 129-137). Because the 
Quate patent priority date was six days earlier than Garner's priority date, 
Garner was required to provide evidence, which, if unrebutted, would be 
sufficient to support a determination of priority in his favor. 37 C.F.R. § 
41 .202. Garner's showing had to establish that his invention was completed 
before Quate's priority date, and satisfied the elements of the count. In fact, 
as the prosecution history already established, Garner had conceived of this 
invention months earlier and had already constructed a working prototype by 
August 1997 - six months before the May 1998 date Garner was required to 
pre-date to provoke an interference under § 41 .202. (See e.g., JA 1 13-127; 
176-189). Nevertheless, because of his filing date, Garner was named the 
junior party in Interference No. 105,455 declared on September 6, 2006. 
(JA 190-195). 
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A. Prosecution History of the Garner Application 

During prosecution of the Garner Application, Garner established that 

he successfully constructed the claimed device prior to February 1998. In a 

related application, No. 09/776,202, the examiner rejected the claimed 

invention based on two cited patent applications published in February 1998. 

In response to these rejections, Garner submitted a "Declaration Under 37 

C.F.R. § 1.131 of Prior Invention in the United States to Overcome Cited 

References" that he signed on November 28, 2001 (hereafter "the 2001 

Gamer declaration"). (JA 113-122). The Garner 2001 declaration stated 

that the photograph attached as Exhibit A "was taken in August 1997 and 

demonstrated that the device as claimed had been built and was operating." 

(JA 1 13 14). Additionally, the Garner 2001 declaration stated that: 

[Tjhis affidavit in conjunction with the affidavit under 37 
C.F.R. § 1.131 filed in the parent application demonstrated that 
the device was used to form a mask pattern formed and printed 
using the present device, and was therefore reduced to practice 
in the United States prior to the filing date of the art used for 
rejection. 

(JA 114 114). 

Submitted as exhibits to the Garner 2001 declaration were two 
photographs of the device, as well as copies of laboratory notebook pages 
dated November 11, 1997. (JA 1 15-122). One photograph depicted the 
device as it appeared in the lab. (JA 115). The other photograph, showing 
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the same device, was edited to label the key components. (JA 116). The 
laboratory notebook pages included a photocopy of a successfully created 
pattern, labeled "mask," as well as descriptions of the chemical reactions 
taking place during the successful operation of the machine, labeled as 
"chemistry of a successful run." (JA 1 17, 1 19). 

When Garner abandoned the '202 application in favor of the Garner 
Application, the examiner imposed the same rejections. In response, Garner 
resubmitted the Garner 200 1 declaration along with a similar 1.131 
declaration (hereinafter "the Garner 2003 declaration") with the same 
exhibits. (JA 176-189). As a result of these two declarations and their 
attached exhibits, the examiner removed his objections and allowed the 
prosecution of the application to proceed. Another similar Garner 
declaration was filed to overcome art from February 1998 that was cited in 
other related applications. (JA 123-127). As a result, before an interference 
was ever suggested, Garner had established an invention date before 
February 1998. 

B. Rule 202(d) Showing of Priority 

Because the Garner priority date was later than Quate's May 29, 1998 
priority date, Garner was required in seeking to provoke an interference to 
make a prima facie showing that he invented the claimed device prior to 
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May 29, 1998. (JA 140-141). As noted above, since Garner had previously 
established an invention date prior to February 1998, Garner resubmitted the 
Garner 2001 declaration along with the declaration of corroborating witness 
John Fondon (hereinafter referred to as the "Fondon Declaration"). (JA 134; 
176-189; 138-139). 

Dr. Fondon, now a professor at the University of Texas Southwestern, 
witnessed the Maskless Array Synthesizer while working in Garner's 
laboratory. (JA 135; 138). In the Fondon declaration, Dr. Fondon states that 
he saw the device in the attached photograph in November 1997. (JA 138 
1f4). The attached photograph showed the same device pictured in the 
attachment to the Garner 2001 declaration. (JA 139; 180). 

After receiving the declarations in support of Garner's request for an 
interference, the examiner advised Garner that the submitted 37 C.F.R. § 
1.131 declaration could not satisfy 37 C.F.R. § 41 .202 because the 
declaration must be a declaration under 37 C.F.R. § 41.202. (JA 7 11. 1-3). 
To comply, Garner retitled the previously submitted § 1.131 declaration as a 
§ 41.202 declaration and resubmitted the newly titled declaration on January 
26, 2006, without substantive change. (JA 7 11. 10; 166-175). 
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C. Board's Rulings 

Ultimately, the Board held that the Gamer 200 1 declaration and the 
Fondon declaration failed to establish an actual reduction to practice because 
the declarations failed to "show or explain how each of the elements 
illustrated in the photograph operationally interacted with each other" or 
"how the content of the notebook pages relates to the device purportedly 
shown in the photograph." (JA 147, 11. 18-19; JA 148, 1. 8). Additionally, in 
the Board's opinion, the Digital Light Processor ("DLP") could not be 
considered as the equivalent of a computer controlled micromirror because 
the abbreviation "DLP" was not adequately defined. (JA 148-149, 11. 23-30; 
1-3). The Board ordered Garner to show cause why a judgment should not 
be entered against him in the interference. (JA 150, 11. 23-25). 

Shortly after issuing the Order to Show Cause, the Board issued an 
Order stating that "new evidence" of priority would not be admitted except 
on a showing of good cause. (JA 152, 11. 4-5). In footnote 1 of this Order, 
the Board defined "new evidence," as "[a]ny new testimony from any 
witness for demonstrating priority of invention constitutes new evidence." 
(JA152). 
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In response, Garner explained his initial showing by referencing five 
documents previously submitted to the PTO during the application's 
prosecution history: (1) Garner's provisional application, Serial No. 
60/087,948, the provisional application to which the application at issue 
claims priority (JA 45-84); (2) the specification of the Garner Application 
(JA 85-109); (3) "Declaration Under 37 C.F.R. § 1.131 of Prior Invention in 
the United States to Overcome Cited References" signed by Garner on 
August 22, 2003 (JA 176-189); (4) "Declaration Under 37 C.F.R. § 
41.202(d)" signed by Garner on December 8, 2005 (hereinafter "the Garner 
2003 declaration" (JA 166-175); and (5) "Declaration" signed by John 
Fondon on October 20, 2005 (JA 138-139). These documents illuminated 
Garner's initial showing by clarifying how the claimed elements illustrated 
in the photograph interacted and further corroborating Garner's evidence of 
the device's successful use. (JA 154-165). 

For example, the specification of the Garner Application explained 
that "DLP" referred to a Digital Light Processor, which is also known as a 
computer-controlled micromirror device. (JA 94). When the application 
was read in conjunction with the annotated photograph submitted in 
Garner's 202(d) showing, the picture clearly illustrated a light source, a 
DLP, or a computer-controlled micromirror device, and a reaction chamber. 
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The cited Gamer '948 provisional application likewise addressed 
concerns raised by the Board. For example, because the provisional 
application contains clearer photocopies of the resulting patterns, these 
photocopies illustrate that the light and dark patterns that were created by the 
device resemble a tick-tack-toe board, with perpendicular dark lines or a 
checkerboard pattern with alternating light and dark squares. (JA 81). By 
comparing these pictures to the picture attached to the Garner 2001 
declaration, the picture can more easily be understood as showing a 
successful result (e.g., the checkerboard pattern). (JA 81; 1 17). 

The Gamer 2003 declaration referenced in Gamer's response also 
addressed the mask-like pattern created by the device. (JA 176-1 89). 
Gamer there stated that "Figure 7 in the present application is a rendering of 
the original photograph with which the provisional application, to which this 
application claims priority, was filed that shows an actual fluorochrome 
bound to a phosphoramidite base on a slide." (JA 177 1J10). 

The Board refused to consider all of the documents submitted in 
Gamer's response to the order to show cause, choosing to ignore: (1) the 
specification of the provisional application (JA 45-85); (2) the Gamer 
Application (JA 85-109); and (3) the Gamer 2003 declaration (JA 176-189). 
(JA 4-26). Despite previously defining "new evidence" as "new testimony 
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from a witness," the Board reverted to its interpretations of former Rules 608 
and 617 (JA 9-12; AD 29; AD 30-3 1) and classified the three previously 
submitted documents as "new evidence." (JA 152; 4-26). According to 37 
C.F.R. § 41 .202(d), "new evidence" could not be submitted without a 
showing of good cause, which Garner did not attempt to make, because he 
believed the contents of the application's prosecution history to be 
competent evidence available to the Board. As a result, the Board refused to 
consider relevant evidence. (JA4-26). In a final decision issued on 
December 14, 2006, the Board, without considering these documents, 
awarded judgment on priority as to Count 1 against Garner. (JA 1). 

SUMMARY OF ARGUMENT 
The Board made two errors during the interference. First, the Board 
incorrectly ruled that Garner's initial showing was inadequate. Substantial 
evidence established that the initial showing adequately supported a 
determination of priority in Garner's favor. Second, the Board erred when it 
refused to consider documents previously submitted as part of the 
application's prosecution history, because it classified such documents as 
"new evidence." Classifying documents already before the PTO as "new 
evidence" for the purposes of Rule 202(d) is arbitrary, capricious, and an 
abuse of discretion! 
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ARGUMENT 
I. STANDARD OF REVIEW 

This Court's standard of review of decisions of the Board is set forth 
in the Administrative Procedure Act. 5 U.S.C. § 706. In re McDaniel, 293 
F.3d 1379, 1382 (Fed. Cir. 2002). "Priority and its issues of conception and 
reduction to practice are questions of law predicated on subsidiary factual 
findings." Taskettv. Dentlineer. 344 F.3d 1337, 1339 (Fed. Cir. 2003). 
This Court "reviews without deference the Board's legal conclusions on 
priority, conception, and reduction to practice." Brown v. Barbacid , 276 
F.3d 1327, 1332 (Fed. Cir. 2002). In contrast, the Board's factual findings 
are reviewed for "substantial evidence." 5 U.S.C. § 706(2)(E); Inre 
Gartside. 203 F.3d 1305, 1313-15 (Fed. Cir. 2000). "The 'substantial 
evidence' standard asks whether a reasonable fact finder could have arrived 
at the agency's decision." Gartside. 203 F.3d at 1312. 

Appellate courts are to "set aside legal actions of the Board that are 
'arbitrary, capricious, an abuse of discretion, or otherwise not in accordance 
with law.'" In re McDanial, 293 F.3d at 1382, quoting 5 U.S.C. § 706; Inre 
Gartside. 203 F.3d 1305, 1316 (Fed. Cir. 2000). "An abuse of discretion 
occurs if the decision is (1) clearly unreasonable, arbitrary, or fanciful; (2) is 
based on an erroneous conclusion of law; (3) rests on clearly erroneous fact 
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findings; or (4) involves a record that contains no evidence on which the 
Board could rationally base its decision." Eli Lilly & Co . v. Bd. of Regents 
of the Univ. of Wash., 334 F.3d 1264, 1266-67 (Fed. Cir. 2003). This Court 
applied a de novo standard of review to the PTO's interpretation of its own 
reissue rule in Dethmers Mfg. Co.. Inc. v. Automat ic Equip. Mfg. Co.. 272 
F.3d 1365, 1370 (Fed. Cir. 2001). 

n. THE BOARD'S DECISION THAT GARNER'S SHOWING 
WAS INSUFFICIENT IS NOT SUPPORTED BY 
SUBSTANTIAL EVIDENCE. 

A. Garner's 202(d) Showing Was Sufficient To Establish A 
Prima Facie Case. 

Garner's initial showing sufficiently established a prima facie 

showing of priority. In order to establish a prima facie showing, "Garner 

must provide evidence, which if unrebutted, is sufficient to support a 

determination of priority in his favor." (JA 141, 11. 2-3) "In order to 

establish an actual reduction to practice, the inventor must prove that: (1) he 

constructed an embodiment or performed a process that met all the 

limitations of the interference count; and (2) he determined that the 

invention would work for its intended purpose." Taskett 344 F.3d at 1340. 

Additionally, an inventor's testimony regarding the facts of the invention 

must be corroborated by independent evidence. Brown. 276 F.3d at 1335. 

Garner met the requirements set forth in Taskett because he established that 
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all the limitations of the count had been met, that the invention worked for 
its intended purpose, and that the success of the invention was corroborated 
by an independent observer. 

1. Garner constructed an embodiment that met all the 
limitations of the interference count 

Garner established that he constructed a device that met all of the 

limitations of the interference count. The interference count requires an 

apparatus having three elements: (1) "a light source"; (2) "a computer 

controlled micromirror positioned to re-direct light from the light source 

toward the substrate"; and (3) "a reaction chamber, wherein the light 

redirected by the micromirror catalyzes a chemical reaction" on the 

substrate. (JA 155, 11. 16-21). The Garner declaration references a 

photograph of the invention, stating that the picture was "taken in August 

1997 and demonstrates that the device as claimed had been built and was 

operating prior to the filing date of the reference cited as prior art in the 

parent application of this filing." (JA 166, fl). Because the cited document 

was dated February 1998, this statement indicates that the device as claimed 

was built prior to February 1998, and certainly, therefore, prior to Quate's 

May 29, 1998 filing date. (JA 166, f 1). Because Garner's declaration is a 

sworn statement (JA 167, f 7), Garner's assertion that the device as claimed 
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operated prior to the filing date should have been accepted as prima facie 
evidence that the device operated prior to the Quate priority date. 1 

Garner's § 202(d) showing also included photographs depicting the 
three key elements: a light source, a micromirror, and a reaction chamber. 
(JA 168-169). The light source was circled and labeled "UV light source" in 
the annotated version of the photographs. (JA 168). The computer 
controlled micromirror was demonstrated by: ( 1 ) the picture of a computer 
and monitor and (2) the specific labels illustrating the various parts of the 
computer controlled micromirror unit. (JA 168) These labels included 
"Monitor," "DLP driver boards," "DLP (pre-counting under foil)," and 
"DLP power supply." (JA 168). Finally, the picture identified a "reaction 
chamber mount" and depicted a reaction chamber within the mount. (JA 
168). Thus, all three elements were embodied in the device. (JA 1 15, 1 16, 
168,169). 

The Board incorrectly found Garner's showing inadequate, based on 
the erroneous conclusion mat the picture did not contain a micromirror. (JA 

1 Paragraph 7 states that "I hereby declare that all statements made herein of 
my own knowledge are true and that all statements made on information and 
belief are believed to be true; and further that these statements were made 
with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both ... and that such willful false 
statements may jeopardize the validity of the application or any patent 
issuing thereon." (JA 167, f7) 
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148-149). DLP is an abbreviation for "Digital Light Processor" commonly 
used by those skilled in the art as is shown by the fact that the Quate Patent 
uses the same abbreviation. (JA 38). The abbreviation was also explained 
in the response to an Office Action that was submitted with Garner's 202(d) 
showing (JA 130-136), which stated that "DLP refers to a digital light 
programming device which is the same thing as the 'computer-controlled 
micromirror.'" (JA 134). As an abbreviation recognized by those skilled in 
the art and explained by Garner's 202(d) showing, the Board erred when it 
refused to recognize "DLP" as a reference to a computer-controlled 
micromirror. 

2. Garner submitted evidence showing a successful 

chemical reaction on a substrate indicating the device 
worked for its intended purpose. 

Garner established that the device was successfully used to created a 

mask pattern on a substrate. Specifically, Garner's declaration states that 

"this affidavit in conjunction with the affidavit under 37 C.F.R. § 1.131 filed 

in the parent application demonstrated that the device was used to form a 

mask pattern formed and printed using the present device, and was therefore 

reduced to practice in the United States." (JA 166-167, 1f4). The affidavit 

filed in the parent application states that "[fjrom the lab notebook pages 

attached hereto as Exhibit A, it can be seen that the invention in this 
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application was used to produce a mask pattern on a substrate." (JA 123, 
15). 

Evidence of success is further established by the lab notebook pages 

attached to both the Garner 2001 and the Garner 2005 declarations. (JA 

125-127; 170-175). These attachments both include a lab notebook page 

titled "Chemistry of successful run" followed by a sequence of chemical 

reactions. (JA 127; 172). Another page shows the word "mask" with an 

arrow pointing to a picture indicating that this picture was recognized as 

showing a mask-like pattern in November 1997 ~ six months prior to the. 

date Gamer needed to pre-date. (JA 126; 171). Although the signatures on 

the bottom of these pages are admittedly difficult to read, the signatures on 

other copies submitted to the PTO show that the pages were not authored by 

inventor Garner. (JA 185; JA 160-161). They evidence success as 

recognized by other disinterested parties. (JA 1 85). These pages, along with 

the related declarations establish a prima facie case for successful operation 

of the invention. 

3. The successful function of the apparatus was 
corroborated. 

John Fondon's declaration states that he witnessed a prototype of the 
claimed invention in November 1997. (JA 138). Additionally, the 
photograph attached to the provisional application showing the mask 
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patterns support Gamer's statement that the device worked for its intended 

purpose prior to the filing of the application. (JA81). As previously noted, 

notes on a laboratory notebook indicating a successful run were authored by 

individuals other than Garner. The cumulative effect of these various 

references corroborate Garner's testimony. 

B. The Initial Showing is Intended to Be a Low Burden; 
However the Practical Effect of the Board's Scrutiny 
Resulted in an Unfairly High Burden. 

In effect, the Board's definition of "new evidence" applies an 
unwarranted heightened level of scrutiny to the initial showing. The Board 
uses three levels of evidentiary standards to evaluate evidence of priority: 
(1) clear and convincing evidence; (2) a preponderance of the evidence; and 
(3) a prima facie showing. The highest standard applied to a showing of 
priority, clear and convincing evidence, is appropriate only after an 
interference is already underway and the Board is evaluating the priority of 
an application that was filed after the issuance of a patent. Bruning v. 
Hirose , 161 F.3d 681, 684 (Fed. Cir. 1998). The mid-level standard, 
preponderance of the evidence is likewise appropriate only after the Board 
has determined that the interference has been adequately suggested and is 
evaluating priority between an issued patent and an application that was co- 
pending with the application for the issued patent. Id. at 686. In contrast, 
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the prima facie showing, the lowest standard, is the appropriate standard 
when the Board is determining whether an interference is warranted. By 
defining "new evidence" in a way that excludes relevant evidence already in 
the record before the agency, and by questioning the quality and the validity 
of evidence not excluded, the Board, in effect, applied a heightened standard 
that should only be invoked after an interference is declared. 

Under the proper standard, Garner's showings were sufficient. To be 
sufficient, "a showing of priority need not anticipate all possible bases for 
opposing the showing." Rule of Practice Before the Board of Patent 
Appeals and Interferences, 68 FR 66648, 2003 WL 22794143 (Nov. 26, 
2003). (AD 32). For example, "when the applicant's earliest constructive 
reduction to practice of the interfering subject matter occurred before the 
apparent earliest constructive reduction to practice of a targeted patent, it 
would typically suffice for the applicant to show precisely where its earliest 
constructive reduction to practice was disclosed." Id. 

Gamer complied with the standard set out in the above noted notice of 
rule making, one of the few resources available to offer guidance on the 
proper interpretation of Rule 202. Specifically, Garner pointed to references 
already in the record to "show precisely where its earliest constructive 
reduction to practice was disclosed." Id. 
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After an applicant put forth evidence establishing his priority, 
challenges to the sufficiency of evidence are intended to be raised during the 
interference, not prior to it. In this case, rather than accepting as sufficient 
the sworn statements indicating that the device was constructed and 
functioning well before May 1 998, the Board raised a number of questions 
to rebut evidence in the initial showing. (JA 146-150) For example, the 
Board disqualified some of Garner's evidence because he used 
abbreviations, rather than complete phrases, all of which would have been 
known to the skilled artisan and which were noted in the file history. The 
Board should not have used this vehicle to challenge whether those skilled in 
the art accept the abbreviations as commonly understood within the art. 

By making the initial showing a significant obstacle to overcome, the 
PTO shirks its proper role and extending the requirements of the initial 
showing beyond reasonable bounds. See Price v. Svmsek, 988 F.2d 1 187, 
1 1 95 (Fed. Cir. 1 993) (holding that the Board extended its corroboration 
standards beyond reasonable bounds when it failed to consider all the 
evidence of record collectively). Under the U.S. "first-to-invent" system, 
the PTO determines the priority of patents. By defining "new evidence" in a 
way that makes interferences overly difficult to suggest, the PTO deters 
worthy applicants from establishing rights to their inventions, while at the 
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same time, forcing overburdened courts to make determinations regarding 
priority. See Eli Lilly & Co. v. Bd, of Regents of the Univ. of Wash. , 334 
F.3d 1 264 (Fed. Cir. 2003) (Lourie, J. dissenting) ("It is clearly more 
efficient for even an overburdened Patent Office to make determinations in 
the arcane world of interferences than for the overburdened courts to do 
so"). The Board's unusual scrutiny of Garner's submissions has simply 
resulted in an appeal to the Court. The matter of priority should have been 
fully heard on the merits by the Board without requiring appeal to the Court 
for preliminary procedural review. 

HI. THE BOARD ABUSED ITS DISCRETION BY INCORRECTLY 
CLASSIFYING PREVIOUSLY SUBMITTED MATERIALS IN 
THE RECORD AS "NEW EVIDENCE." 

A. The Board's Definition Of Previously Submitted Materials 
As "New Evidence" Is Contrary To The Plain Language Of 
The Regulation. 

Finding Garner's 202(d) showing unclear, the Board ordered Garner 

to show cause why a judgment should not be entered against him. Garner 

did so, and clarified his initial showing by reference to materials already in 

the PTO record. The Board rejected these references, holding that they 

consisted of "new evidence." This Court should reverse that finding because 

the Board's definition of "new evidence" is contrary to the plain meaning of 

the unambiguous regulation. 
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The Board's interpretation of Rule 202(d) does not flow plainly, 
clearly, or unambiguously from the language of the rule and is therefore an 
abuse of discretion. To interpret a regulation, this Court looks at the 
regulation's plain language and considers the common meaning of the terms. 
Lockheed Corp. v. Widnall. 113 F.3d 1225, 1227 (Fed. Cir. 1997). If the 
Court concludes "that the terms of the regulation are unambiguous, no 
further inquiry is usually required." Tesoro Haw . Corp. v. United States, 
405 F.3d 1339, 1347 (Fed. Cir. 2005). 

For example, when considering the meaning of ''borrowings," this 
Court considered the dictionary definition of the word "borrow" in the 
context of the scope and language of the regulation in which it was used. 
Lockheed Corp., 1 13 F.3d at 1227. Finding the dictionary definition to be 
consistent with the term's usage within the regulation, this Court concluded 
that the language of the regulation was clear and the commonly understood 
definition was applied to the facts of the case. Id. 

In this case, the meaning of 37 C.F.R. § 41.202(d) is plain: "[n]ew 
evidence in support of priority will not be admitted except on a showing of 
good cause." 37 C.F.R. § 41.202(d). "New" is generally defined as 
"recently come into being" or "recently discovered." Black's Law 
Dictionary, Eighth Edition (2004). Under this definition, it is absurd to 
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apply the term "new" to the specification of the very application that is the 

subject of the interference - an application that was submitted to the PTO 

more than five years before the Board classified it as "new evidence." The 

commonly understood definition of "new" is likewise inapplicable to 

Garner's other evidence, all of which had long since been submitted to the 

PTO during the prosecution of the application at issue. Because regulations 

"must not be construed to produce absurd and whimsical results," the Board 

abused its discretion by interpreting 202(d) to exclude evidence previously 

submitted to the PTO such as the very application at issue. Steuer v. United 

States. 207 Ct. CL 282, 294 (1975) citing Church of the Holv Trinity v. 

United States. 143 U.S. 457, 460 (1892). 

B. Even If The Regulation Is Found To Be Ambiguous, The 
Board Abused Its Discretion By Defining "New Evidence" 
So That Material Previously Submitted To The PTO Would 
Not Be Considered. 

The Board's interpretation is not entitled to discretion for four 

reasons: (1) the Board's interpretation violates two fundamental canons of 

statutory construction; (2) the Board's interpretation is inconsistent with the 

Board's own previous definition; (3) the Board's interpretation contradicts 

basic policies related to priority determinations; and (4) the Board's 

interpretation contradicts definitions used by other agencies. If the language 

of the regulation is ambiguous, an agency's interpretation is entitled to 



deference as long as its interpretation is neither plainly erroneous nor 
inconsistent with the regulation. Gose v. United States Postal Serv„ 451 
F.3d 831, 836 (Fed. Cir. 2006). "Deference is particularly appropriate when 
the agency's interpretation has been consistently applied." Id. "Conversely, 
'an agency's interpretation of a statute or regulation that conflicts with a 
prior interpretation is 'entitled to considerably less deference' than a 
consistently held agency view.'" Id. quoting Thomas Jefferson Univ. v. 
Shalala, 512 U.S. 504, 515, 1 14 S. Ct. 2381 (1994). Thus, the Supreme 
Court has refused to follow administrative guidelines when they have 
conflicted with earlier pronouncements of the agency. Gose. 451 F.3d at 
837-38. 

1. The Board's interpretation of "new evidence" violates 
two fundamental canons of statutory construction. 

The Board's definition of "new evidence" is clearly erroneous 

because by characterizing material previously submitted to the PTO as "new 

evidence" the Board has violated two fundamental canons of statutory 

construction: (1) the Board has created a conflict between the proper 

interpretation of two subsections within the same regulation, namely 

41.202(a)(5) and 41.202(d)(2); and (2) the Board's definition of "new 

evidence" has rendered the showing of good cause meaningless. In light of 

these two errors in interpretation, the Board abused its discretion. 
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a. The Board's interpretation of "new evidence" 
creates internal inconsistencies within § 41 .202 
and is therefore clearly erroneous. 

One provision of a statute or regulation should not be construed to 
cause conflict with another provision. United State s v. Moore. 95 U.S. 760, 
762-63 (1878). Rather, "the construction should be such that both 
provisions, if possible, may stand." Id at 763. In this case, because both 
subsections relate to the same topic, the process an applicant must take to 
suggest an interference, they should be interpreted consistently. By defining 
"new evidence" in way that causes conflict regarding the application of the 
sections, the Board abused its discretion. 

The conflict arises when the PTO's instructions regarding the proper 
application of § 41.202(a)(5) are compared to the Board's definition of "new 
evidence." For example, subsection (a)(5) states that when suggesting an 
interference, an applicant must "provide a claim chart showing the written 
description for each claim in the applicant's specification" if a claim has 
been added or amended to provoke an interference. 37 C.F.R. § 
41 .202(a)(5). The notice of rule making issued by the PTO explains that § 
41.202(a)(5) is intended to "continue the practice under Rule 633(a) of 
looking at the applicant's specification to determine the meaning of a copied 
claim." Rule of Practice Before the Board of Patent Appeals and 
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Interferences, 68 FR 66648, 2003 WL 22794143 (Nov. 26, 2003). Thus, the 
Board is expected to consider the specification of the application at issue 
when evaluating the applicant's claim chart. 

In contrast, under the Board's interpretation of "new evidence," the 
specification of the application at issue cannot be considered when 
evaluating the sufficiency of a priority showing made under § 41.202(e) 
unless the specification was first re-submitted to the PTO as part of the 
applicant's showing. It is absurd to assume that the authors of § 41.202 
intended the Board to consider the specification when determining whether 
the applicant complied with subsection (a), while at the same time, intending 
the same specification to become "new evidence" during the showing of 
priority for purposes of subsection (d). Both subsection (a) and subsection 
(e) address the elements an applicant must satisfy to suggest an interference. 
As such, the Board should either consider the application when evaluating 
all of the rule's subsections or refuse to consider the application when 
evaluating any of the rule's subsections. Requiring the Board to consider the 
application's specification under (a), but then requiring the applicant to 
resubmit the very same specification if it is to be considered under (d), is an 
illogical abuse of discretion. 
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b. The Board's definition of "new evidence" has 
rendered the applicant's showing of cause 
meaningless. 

By interpreting "new evidence" to exclude all evidence not submitted 
in the initial 202(d) showing, the Board has effectively rendered meaningless 
the applicant's right to show cause and is, therefore, an abuse of discretion. 
A statute or regulation "is to be read in its entirety, in a logical and common 
sense manner so as to give effect to all of its parts." New York Life Ins. Co. 
v. United States. 190 F.3d 1372, 1382 (Fed. Cir. 1999) (internal citations 
omitted). 

Rule 202(d)(2) gives an applicant the ability to show cause why 
judgment should not be entered against the applicant if the applicant's initial 
showing was found to be insufficient. 37 C.F.R. § 41.202. By defining 
"new evidence" to include documents such as the very application at issue in 
the interference, the Board blinds itself to the most relevant documents and, 
in the process, eliminates an applicant's ability to compose a meaningful 
response to the order to show cause. Without a meaningful ability to 
respond, the Board, in effect, eliminates an applicant's option to respond and 
renders Rule 202(d)(2) meaningless. Because regulations, like statutes, must 
be interpreted in a common sense manner giving meaning to all subsections, 
the Board's interpretation of "new evidence" is an abuse of discretion. 
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2. The Board's interpretation is inconsistent with its 
previous definition. 

In addition to creating internal inconsistencies within the regulation, 

the Board's interpretation of "new evidence" is inconsistent with its own 

previous definition of "new evidence." Prior to Garner's response to the 

Board's Order to Show Cause, the Board issued an order stating that Garner 

shall not submit new evidence of priority unless and until the Board has 

ruled that good cause exists. (JA 152). As a footnote to this statement, the 

Board expressly clarified the meaning of new evidence by stating that "[a]ny 

new testimony from any witness for demonstrating priority of invention 

constitutes new evidence." (JA 152). Not until the Board's Decision on 

Order to Show Cause did the Board first define "new evidence" as any 

information not part of Garner's initial showing. (JA 4-26). If the Board 

had always defined "new evidence" as any information not part of an 

applicant's initial showing of priority, then this definition should have been 

used to clarify "new evidence" in the Board's Miscellaneous Order. Instead, 

"new evidence" was defined as "new testimony from any witness for 

demonstrating priority." Changing the definition of "new evidence" after 

Gamer complied with the definition initially articulated is an abuse of 

discretion. 
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In support for its position that Garner's response contained "new 
evidence," the Board relied on the interpretation of former Rules 617 and 
608. The Board's reliance on previous interpretations of former rules is 
misplaced. Rather the starting point for interpretation "is the existing 
statutory text, and not the predecessor." Lamie v. Un ited States Tr,, 540 
U.S. 526, 534, 124 S. Ct. 1023, 1030 (2004). 

Additionally, the former regulations contain two significant 
differences that make reliance on their former interpretations inappropriate. 
First, and most significantly, if 37 C.F.R. § 1.608 (2004) was in effect, this 
appeal would be unnecessary because an interference would have been 
declared without requiring an initial priority showing. Under the former 
rules, when the effective filing date of an application was no more than three 
months after the effective filing date of a patent, an interference could be 
declared without a prima facie showing of priority. 37 C.F.R. § 1.608 
(2004). Rather, a prima facie showing was required only if the effective 
filing date of the application was more than three months after the effective 
filing date of the patent. In this case, Garner's application was filed six days 
after the effective filing date of Quate's Patent. As a result, under the former 
rules that the Board relies on to define "new evidence," a showing of priority 
would not even be required. 
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A second significant difference between the current and former rules 
is that the former rules explicitly referenced additional evidence that "was 
not initially presented with the evidence filed under § 1 .608(b)." The former 
rules never used the term "new evidence" and when the former rules 
referenced evidence not initially filed under the former rule, they did so 
explicitly. Thus, had the PTO intended "new evidence" to be defined as the 
Board has interpreted it, the regulation should have referred explicitly to 
information not included in the initial showing, as it had before. Thus, the 
interpretation of the old rules is an inappropriate guide to the interpretation 

of the new rales. 

3. The Board's definition of "new evidence" contradicts 
basic policies related to priority determinations. 

Defining "new evidence" to mean relevant evidence already submitted 

to the PTO contradicts basic policies related to priority determinations. 

When determining priority, an inventor's testimony must be corroborated. 

Brown, 276 F.3d at 1335. Whether an inventor's testimony has been 

sufficiently corroborated is determined by a "rule of reason" analysis, in 

which "an evaluation of all pertinent evidence must be made so that a sound 

determination of the credibility of the inventor's story may be reached." 

Price, 988 F.2d at 1 195. Because "all evidence of record must be 

collectively evaluated," an inventor can prove prior conception "although no 

32 



one piece of evidence in and of itself establishes the prior conception." Id. 
at 1 196. For example, in Price, this Court vacated a Board's decision in part 
because the Board rejected individual evidence for lack of sufficiency, while 
failing to consider the record as a whole. Id. 

The Board made a similar error in this case, taking a greater interest in 
technicalities than in inventorship. The Board's current interpretation of 
"new evidence" prevented it from considering relevant evidence regarding 
priority and caused it to lose sight of the ultimate purpose of an interference 

to determine who first invented the claimed invention. See Chisum on 
Patents § 10.09. 

For example, the Board refused to consider the exhibits attached to 
Garner's 2003 declaration, which indicated that the laboratory notebook 
pages were authored by non-inventors. (JA 16). As a result, the Board 
made a priority determination before the interference even started. The 
Board did so without the benefit of relevant corroborating evidence that was 
then before it, despite well-settled case law requiring the consideration of 
relevant evidence before the agency. The Board's abuse of discretion denied 
Garner the benefit of the process, procedures, and protections the 
interference procedure is intended to provide. 
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4. The Board's definition of "new evidence" contradicts 
definitions used by other agencies. 

By defining "new evidence" to include documents previously 

submitted to the PTO, the Board took an overly fortnalistic and rigid 

position that is contrary to the definition applied by other administrative 

agencies. Traditionally, agencies consider "new evidence" to consist of 

"evidence not previously submitted to agency decision makers" or evidence 

that is "not merely cumulative of other evidence on the record." Anglin v. 

West, 203 F.3d 1343, 1345 (Fed. Cir. 2000). Thus, when considering 

whether evidence was "new" for purposes of a veteran appeal, this Court 

affirmed the decision of the Board of Veterans' Appeals when it determined 

that evidence including medical records, insurance documents and testimony 

was not "new" because it was cumulative of the evidence in the record at the 

time the Board made its decision. Id. at 1346-47. Likewise, other circuits 

have applied similar definitions, concluding that "the proper interpretation is 

that the administrative record consists of materials in the agency record at 

the time the decision was made" Havnes v. United States, 891 F.2d 235, 

238 (9th Cir. 1989) (emphasis in original). Such rulings are consistent with 

the Federal Administrative Procedure Act ("APA"), which requires that "the 

transcript of testimony and exhibits, together with all papers and requests 
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filed in the proceeding," be made part of the administrative record. 5 U.S.C. 
556(e). 

Applying Anglin, Havnes and the APA to this case, the documents 
submitted by Garner are not be "new" because they are identical to 
documents previously submitted to the PTO during the prosecution of the 
Garner Application and should, therefore, already be part of the record. 
Furthermore, classifying figures, and statements within the very application 
at issue as "new" defies all common sense. As the Supreme Court recently 
noted, "[r]igid preventative rules that deny factfinders recourse to common 
sense, however, are neither necessary under our case law nor consistent with 
it." KSRInt'l Co.v.TeleflexInc 2007 U.S. LEXIS 4745, *42 (Apr. 30, 
2007). As such, the Board's exclusion of documents already in the record 
before the PTO was an abuse of discretion. 

CONCLUSION 

The Board committed two errors in the Garner/Quate interference. 
First, the Board erred when it concluded that Garner's initial showing was 
insufficient to suggest an interference. Garner's initial showing established 
that Garner's invention embodied the three key elements of the interference 
count, worked for its intended purpose, and that its success could be 
corroborated by independent witnesses and contemporaneously-recorded 
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documents. As such, this showing was sufficient. Second, the Board erred 



Board. Based on this erroneous definition, the Board excluded relevant 
evidence at the cost of a substantive and fair determination of inventorship. 
As such, it was an abuse discretion and should be reversed. 

STATEMENT OF RELIEF SOUGHT 
Garner requests that the Board's decision as it relates to the 
sufficiency of Garner's showing be overturned and that the case be 
remanded with instructions to re-open the interference. If the Court denies 
that relief, Garner requests that the Court overrule the Board's interpretation 
of "new evidence" and instruct the Board to consider the documents 
referenced in Garner's Response to Order to Show Cause filed on September 
26,2006. 

Dated this 19th day of June, 2007. 



by defining "new evidence" to include evidence previously submitted to the 



Anthony A. Tomaselli 
Nicholas J. Seay 
Kristin Graham Noel 
33 East Main Street, Ste. 900 
Madison, WI 53703 
Phone: (608)251-5000 
Fax: (608)251-9166 
Attorneys for Appellant, 
Harold R. Garner 




36 



CERTIFICATE OF SERVICE 

I, Tina Kincaid, am over the age 18 years of age and am not a party to the 
above action. I am an employee of Quarles & Brady LLP, 33 East Main 
Street, Suite 900, Madison, Wisconsin 53703. On the below date, in the 
ordinary course of business, I served two copies of the Brief of Appellant 
Harold R. Garner via Overnight Delivery to the below listed attorneys of 
record in this action. 



Via Overnight Mail 
Stephen Walsh 
Thomas L. Stoll 

United States Patent & Trademark Office 
Madison West, 8C43 
600 Dulany Street 
Alexandria, Virginia 22314 




37 



CERTIFICATE OF COMPLIANCE WITH TYPE- VOLUME 
LIMITATION. TYPEFACE REQUIREMENTS, 
AND TYPE STYLE REQUIREMENTS 

1 . This brief complies with the type-volume limitation of Federal rule of 
Appellate Procedure 32(a)(7)(B). The brief contains 7592 words, excluding 
the parts of the brief exempted by Federal Rule of Appellate Procedure 
32(a)(7)B(iii) and Federal Circuit Court Rule 32(b). 

2. This brief complies with the typeface requirements of Federal Rule of 
Appellate Procedure 32(a)(5) and the type style requirements of Federal 
Rule of Appellate Procedure 32(a)(6). The brief has been prepared in a 
proportionally spaced typeface using Microsoft Word 2003 in 14 Times 
Roman font. 

Dated this 1 9th day of June, 2007 



Anthfcjiy A.Tomaselli 
Attorney for Appellant, 
Harold R. Garner 




38 




$. ■ . .. . 

? QmMREQ mt%\M^0m.m i^tymtommh fttft? sale ©punt in the 

5 



AD000J 



2 ^tetftesntalrtiiig cfairiis 39, 4149 land (coiresporrdihg (o Gdunt 1 ) of aj&Jieatton 

a 6 -4^M, 



. .. . 



-2- 



VIA gMAIfc; 





■'San 



qcpc^oni 



EfvmCtnx.coni 



ADOM 




1 , : R&^®jfheffaih& Board fea r^jp^fjsS |Rspir tSf&y-^ order 1 



mm* 



2 teOTt^r^agafnsttt M$e&. u#gh Reissue 

3 qf priorifty; 37 CF&§ mm%$) (200S), 

v* & #©r M &as^ wtifeh fcfo/^ v^ r tt^©M^^ ftS^ neg «Hovm good ^tt^e 

5 for ,admij$^ the pr^lcl jrif 

lj$ 2. Jurfer^t^ 0^erj fite|ft60M {Paper JiiffeHy 

IS 4. 

20 ^ a |^ent ^^ In the opinion ote iite^of , ^tprf^re v$h any pencfing 
:2i ^plie^n, or y«ih asy un^fireip gi&eWU^^^ ; . ") 



4 fepQ^%tftd ESf^i^{^3F^F{ f i^^i |^im ^sr^g^Sng 

6 7. 37(^ft{§4fi2^^^ 

1:1 
13 

n 

15 

2^ eviasrtcei W sl^|H^:©f pMrf^ vsf!I tiot tea^ffte^ on a shoving of 

28 gpod cause. the ioard ma^authori^ flSe 4HJn$ of mofens te redefine the 

29 fnteffe^ tothe parties. 
30 

m / 

.36 

-3. 



AJ58006 



5 f^ip-iaA^ $^Ato 

ii3 1^ffi#^,;if ^ff^^^tip^rf a determinated §f ptenfjr Irifevarof Gamer. 
10 17. Instep ifemer res^^M^es^ imki&titQ& fy the 



21 p^seeutfcm W^tbty of&ppfftet^ evfcteftfce in support: of its 

22 ongfnally fifed 20:2(&} st^/mg. 



1 18, Pojfet IS ssserfe thatft r$ies '6ft nsriewe^^ 

2 {papfer 1^5. page T, line 5), 

3 1& As Gamer has rnls^ni^trt@<t roleKv^efaca^ It ^vfde^ tftat ap amplified 



4 #i«gs^#t^ 

Wi. $la% B^FW<p^ 

11 in W$tyt mm<$w& ^|i2Q#kaf^^ t£29, (29 

49 out&f##at iiis&^^^^ 

it he ttefi^as that 

|3 t£te fesfe set ^ Wlhe patent 

24 fos&I^ r§sk#1ft ^rtrmary 

26. " 



19 aj^^Mfost 

-5- 



J ^;n^ ^Mstler v.ifeae^ m&FM MMs* #2 0^ 214, 21&21 9 (©CPA 

.% 18&9j and the^p^af ftar^shlps 

; 3 v?Qf}cate(a on a patentee fnv©fe^^^ wfter® 

S |appff(^]fe bfeet ^r^ft^m^i^ ff ^ptil#fi^# tftat #i& tyflh^iing oft 



7 

20 based -©h g^iSiafi^ A^i^r&pdarcl woiifd be 

31 ba^d on^^ Ssya aft 



l atfgt^fe^ ordertoshovv 

4 i^ufe#tents oft (49 FR 

& . 

§ of ihadffipafe teffial shov^n^ whi^vi^tpfifr^ and86ifti «§6urees : itvHavjflgta 

9 . -re$g#a second sabifljssifon whettfe©)© was «& .fisa^^trifg^^^ifia wimnc®: 

15 fc : S|f, r 4:pa«, l^l; p^&a^ IppSft^iris vrti^ttfe^ was taken fey me 

IS v&hWia^ 

|j trt i^p^e to ^pf^!^/fH[e faMft isM ""t i^e#3Ffc lOllee E(fc#EK{y has 

26 paS^^c^i^ 

27 3ft i^%(tmms^m\ \kitm,&mm 1. Htf^^l 

28 



i 

2 

■ -3. 

4 

5 
6 

-7 
8 

•si- 
id 

n 

n 

J 3 
34 
15 
16 
if 

m 
Mz 

M. 
m 



it 
m 

31 

31 

33 
M 

M 
3d 

m 

m. 



out a prima facie case thatthe^appli^tWotfla pneVaJI pn priority wife tfre promulgation 

Former wi^ 60$£$ a$§ f 17 ^.p^^a^i^ p pertfewatpafr 

0.iQfcffa) ; WhentHe?#a^ 

atia^pl&ifo&^ 

prttie§fe$f£^ 

rnOTeaffitfa^ to 

|J|^ai|yfe^ 

3>#.^jB.ai^Mife#ftBrta date 




Jl&e ^rofe^blef^te^^ mat 

fie ^ilmiiter4rH^tef shatf,. 
se Irt^fenpe.ertteT art ©refer 

pjf «S^^j^pient.§f»oife f»<jt fee 



reasons 



*8- 



AfeflOJT 



:l ••TFI^'figfjg? fig ul}rl^:^^:easf§e* is t&seassed fri Basmadiiariv. 

9 Edition She NoSee 6? FBial filter; a ^is^SgRStf oftfi©"§06d tsm&t* 

tip gbndard ^ ba;T6Bna frt .^M Watifo -SSif^d 1028, '# t3§P§2tf 

k.9 MarM 3:634, 13' ! 

30 USPQ at 1318; i 

si ■' ' ; ! 

.35- W#^r^8G0 ^$f$reaf^<t^^ 

& proceeding j 

3? tf)^^ Oft ' 



:ii ; \ 

26 of good iea qsei" 

m 2§ ? ?00S or its ^ AtvbM/^^ermeiafiGnfid the 
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I 

1 



3 : apitessittbfi. 

2 1lme of "the; |02fd) $&temont^s rfisde In ihe ^^d^ljstete^eiit, Accordingly, Wis is 

3 j^jeeSs^ ^rp©. <Sf *t\0iN ev^ntg 1 rule 202(d) is designed to prevent from be\ng 

•3 & Tfte^ ttjfeb^rtpef^, Serial 

# ^|nt^26, 20^$^^ -Furthermore, §amer cRd not 

9 ; mks afty iff^ ^|^^^^^^4^^GS^^r any-*eason why that 

i$ ;3, & <&^^ of Wof Invention in 

IS <it$at$fs$ft did noti(0im part of tfre ItiS, trkev^se, riev^ £yij3ence 

20 4, ^G^ufm«e^^ 
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I Tmdm^tkMimM m$^^ WS^ and exhibits 

10 j^^^a^id &e properly e^afeaitc^e^?^ 

16 :sufeimi^ ^ di^eMbri c* tJts< Board K :-£$&fer, 973 F2d 

25 ^ft^S^I^ Hqt^'ite.#eeii ptesej$e£N^^ or any titifify ySfltf mason. 

.22 Excluded fr<2rn g0od oau$e :is i^rrvqy pgndupt. .See, HtJ§toa 973 Fv2d . at 1 566, 23 



4 The pmi^ ttife one are discussed in 

.5 mmMjlmst. Landry, ^ USf^2d f8# (Bd; #at^Agg» & Jnt t§97). 

. . r 

to rgqul^^ j 
•M f^^a^i ^&tif ^v^e^^ it^i^:;}^t^^ r ^nd there j 

if $u^sft^^ 

time #tfts-2Q2{^ B>*pfec£^ ; 

' I 

•56 stibmissfen.. fteevidenc^^ reflstf-jufwn and | 

i 

i 

t 
i 
t 

r 



10; 

U ^W&0^ ; ^^^^^^me^ iowmpfy with mere^ Bd. 

$ ;tt ;2fi£$ Mfm& ^tfeiffpr^tof^r^v^ 2^f Arguments 

M <%rt)$r%£^^ to pi^ifec^^^ 1&9B, 

# $ f^r^^l ^p^t to 

19 : fterefem^i^ &p^^ 
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1 ^ yJ^lw&L, 407F.3cJ i f§7; tf&i ftti&PQm $865; f 873 (Fed, Cirv 2006) 
(2. gwfag 0m^m^M0stfti, m ¥M 1321, 132?, 4#fgRQ2a 388$ it 904 fFetf. Cir. 

4'. ewaetegp^^ 

■ . i 

6 a lfl Sdrdepto estaMIsh an adual FedUGKbii to practice; the ifrvdhtor nu&tprove | 

7 that; (1.)r}©c$r»s^^ the 

8 Smlt#bns of%e interference ^urt£^ 

......... [ 

if ^bt^g£f®^ 

is uspaiy at t#7p&: t^^^?§^ rnMtM mfM02^,^ms, m+mm 

f$ $^^f i$^sed, $&8m;mm$M $M l©f8, i^H£r$$1^§3W if 1 lis (Pea.: I 

l 

21 -ce^to&ted te deterrrifhe^ by a Trute of re^c^- ^nafysfs, 1ft wft&h "an evaluation of all j 
■£i< -p^heRt 3\^nce m&sfc Ete mage so ftiaf a*s0Mnd .^ist^inatfbn 6/ ; ihe credibiJity of the | 

i. 
[ 

■c f 

i 

I 
i 



1 ihyeffiorSs story rffl$ i^9gh^ p Mm V- Wi&0* i^af^la^ tlS$, 26^Sf?£l2d 

£ iMi tOP (iect ;Gkti93jL: Hsns^^lfi^ 

•5 facte fe^ehef tttf fi>vgntor ftittfsstf. Srpiw, 276 

7 lli^e\&$^^ ffahia ft, S#te^ 

$ 

9: Paper 1% Si^$#{^^ 

l& -4^efe:^-fg^ 55, 2i0$5f) a^edlhat the 

23 soi^^mmrii &fe SaMtkife? #^^fptty ^at&J i^afm ^9 ©f this jjatent 

25 ctemj^r m<Hiftf ^ft&in^^^ same tfflng 

26 as fee.ei^ ©towsa^a mmpti matimt* ^h©fg& ight 

*3£ ^S^t$;fjn;$^ 



^ reaction <$amber m tliiis rsac^oa chamber mount and the successfuf 

:3 supjesstaf run whicfi Is contained In l^ibit (13 aBached to the Oe^rafiori 

4 by invremof Gamer, ^ap^r submitted October '25, 2005, unpadfoated,. 

5 Un.d0r Wide^«f P^oci.ty'')! 

•6 " ' ' 

i fi fe well es$a#&hed^ 

i (fod.GJf. t9<9?j (Aig^er^^ take the pfet» afeyidartce laefcing in tha 
f# recprd;). 

H Gfraefscpriiple^ 

li theiprepesed ©aunt Is ffpif^#d fe$|>*k 

13 4. %esiagBsnfc 

16 TTfo|>i^ f^a^dejRtKjstrafes 

J§ that thedeVice a#^ wasiopesating: prior ft? the 

;2a jiatf been ttOt onfj^ t^nEielvfey btit r^uGe^ fe practtee before the ; 

% ' 

;23- 

14 fdfrnetf^ pfBS9fti..de\4ije, &Amti$t®m Sliced 

26 toe rejecaJon. 
27 

# 5, P^ro the/feb noM^pages atta^ed; h^to a&BOiibit^it ean 

^ %sw^t^i^e.fe»eWfen in W"%0^^i^^^^^^mMtttte^ 

31; &bjtfaiy.2a/1^ mefieem date>rif -the 

32 «©f&£f^'^ 
■33. 

34 Gajperla^ 
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i notebook: £a^^^^ 

;3 jjs#1to procfuee a ma^j^ttenv^ 23, 1|J09. 

'■4 Mo^^iffl®^ 



W -Mt> 



8 

10 

ri 

© 

14 

m 

U:. 
If 



i^f^i*^ lip^on:^ >usMt6 produi^ a mask 

p^erH On aMNMfa which is on or before 

y^mw^w^MwM^Bye mm foe 

$** ; 0®^H1 W^eft iv.^fQi, ,pp : 

1.42.) 



M ^ i§7tart 6M^:^ TW$ h m UtmtmfyM to the meaning 

22 of or accuracy of the ^oefs. 

■23 lnwm,foeMm& #pro ga^#^ajrr«?dj I, and INhow: 

Is (2)0 m^&mtn ^f^bmt&medm 



mm® 



I Theeouous directed* m ^^MWWt-^l^&RreBmmm^&ummt&y 

■ 3 ' ' 
4 (1) a igfet sour^ 

■5 ; 

7 ^»£@6iti9W3fd the sU^st^M; aM 
$ 

9 (3)afea^o& chamber* v(fftereta/ftt^M.rSd{i«i^ea by the mf^mfrror eaMjteSs 

14 " " ' "" " ' 

13 iheabove efements of^ ^frara&svvgrgpreserit, Worked as lifitertaed^ and catalyzed I 

... i 
Ji4 a chemfcal tg^on pfs&xim^e the subs&^^in ^ r^^^m. ! 

IS iSatoer piQ^ Sgpfpe- #v?ae §hc^ jit IN eo|^ ctf&e ptrplp|^fi^?%dNfbit.A" 

i? v^<MKandi3per#rig to August 1$B?. §j&fi^$/3$^1,.pjM4L Gamer does not 
20 ilKtify ifoep^^^ the 

.24' the phiotG^fapihS; 

i 

,2$ ih;^ do m% mM^W Sffll faltsftort of part of the cfevfee. For 
27 exai#t^ 



AM022 



2 cbamMnractionprtf)^^ A#rfor^{j« the presence 

;5 ijoslffpnedito re#e# fight from tte )]ght^^(^^vprd th^substrate" csurisef's 

* apprie^ffoftwasuse^^^^ 

M ca&rty^e&.a c^enafcat reaptiiw proxfriiate thestui^^in fbe fe^fori" Nor rfai Garner 

pi rnigGE^rrarp^ 

to- trtel#^ppa$^,^ 

# #>emieal maetion 'prow^etiife sjjj^^eJn tfie r^ifort are iiot apparent. [ 

j 

18 WiMbservelhat the word ""masr and an I 

21 "rrj^ani^^ j 
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1 Wis, wa.coodude that Ogro6.r§f^a)ii^ I and ti, and fte 4flg&h63 copies of 

2 Ift&phdiogtsipfts ^:ii#*8ipjt:pag^ 

3 c^tnt ^as acba^y r^u^d td pra$o&, 
* Flifid#l i^s^&ifoed^ 

. 5 (Aj^Bcaifcn 09/998,341 . Remarks dated October 24, 2QQ5$ Fondoft testifies that he 
§ saw a phQtegtaphGfa prototj^g 6sfa devicein Or ©aitie^faboi^fefy from November 

7 of J997< The.p^togr^hapf«a»^ba ld#fi^6 : Ml pT the pl^tQ^tap^&ar^dd to 

8 Gamer rafld,C3anjer fl. : 

t:l p? §0ms^mmi"^s^M^my f§&$$ fo^sffce. i m&oW$ M<$%f0l§f\ reYeis to a copy 
12 otepjQtegi&p^ 

jmsgef, FoM6ti|itid}|t rj. X ^$mpytf^pb^®PM$P&&iQ be. ttesame as 
T4 off 6*0 jepptes aiiacfce^ to ^a^f ti^^^j^ Pmimffi&iiffiW^bwtfrjs 
1:5 J^tographfl^f^^ element of the 

16 apparatus of Gamer's prorx^d qouift; fiofltten, v^fte testify that he We device 
K7 sfrdwri fn i^.#b^r^h In^meris lafaofafi^^;%^^f il9?, flo^ nWteSttfy that 
*8 ^deyk&^ip^ 
1? purpose. 

2b ^.^es^^r^dpncfej^rafi 

If purfe^ly shown ^ Nowee^r/ : thsy. ddnpt pr$ve of ^dtwat* that 

22 tfief: ^vfGe^pf th>£^j^.e#G©^ vs^ffcsd for its - intended pyrpose. 



AD0<&4 



it wasaoualty f^u^to pra#'e#- 

3 game^dtai^m^tg te gh^-tf^pfi^ru; hay© e^^@ar^l^<r«v^w&d. 

* J^y^^; |^ri#^jri^ e#t$#lfig froWtfie G0^is©f tfif : $h<&$t8pbs m4 notebook 

5: pages show tftatafl the i^fieB^ilff^lj^gi^ei : ^q^-s«ssres«ft[^^y|»T^^€p|i~ 

6 39f)ie^d {fie desires* restf^§am<^e^^ 

§ has a basls b pri^^ <jtt?pndn^ 37 CfR;% 4h202{is). 
9 D.dOTidosion 

) 

) ilASDPP LATENT 



Varies t: $topre? j 
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-tSeiufe barney Stnaet 



lei: 6pai251^Q0G 



^S..KpRabi 
P&q 7O£467-90§2 
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Pn^ife lie &tent ari^ 

» P^ :4i. PiSdM ;B^^ m ;t<^ of 



an 




•the :=^iy|9# 6yr : jsafefflE: ""inSS" "jfec-. 

- ... v a . 



^jpdse on? tk fimore eoi8#s r said 
-fey tte claiife cprrjes|>0n^ to; one of 

i£of : :cf>tmi> prfcfyiife a e&im: -j'ctmrt 
^agk^g : aj least Sflf cl^in 02cfc :? paity. 
G^^^S4mg ^^c cwpt, and; #ow- Ayi^lfBe 

#1303$^ ' " ' * 

ff a claim h£K "been ^dfei ;o/*.&iti^etf tor 

Rawing : .&el wn^eii deKr^Qon for each rcjaim 
feeaj^fi^ 



^tfosere j^idvites a c$mmm^ to 
fpg&SK Wi&in fife sed^e of tie btetdfeiifig 
object m^3ff0t 



Patentee. A jf&tentes x&tindt, suggest an 
Mtfc^aice. uadfar ffis sec&Hi but -nmtf; *fo the 
i^teiit igcadtSaed imder § 1,99 J. 1)291 of this 



pjegttei as: ^^s^^oS ii t^*^ ^^^^^ 
^£&£ p$)fe $&uav. If -ittte- £H&^z^iiec= vs^ai4 be 
t^Sba g^efiit t&e ^jprj^nt mii^t also ^6^pty^wiUi 
.pa^ig^fe i&rotigh of Ms se^tioa. 



:3^u&enieitf to sfiiiw; jjndrlfy tinder 35 CJ.S.C. 



(1) «n ^ipfidaxs ha$ -air earSesit 

#isi^Lcjgy^ i^cj^j tp ptagficfe fiiat is later 

^te^fiSfli |w:^|^fi& ^.^9>B&^[ 

tbk^ticaRt inos^shia^ wtiti: prevail 

;{2}:iff tua: ^ ^ficemt feas t<> sh&w prioiity= pn&Gt 

^Pt^^isti^bfiail^t^ Yp^eflt juftge may Bev^theiess 
declare: d£ itffecfe^ice to place the ^plicant 



iifc%^^^f>3^^ 5/18/2007 
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w .$$er to shmv 
S^hS^ net W ei^d^^na ife^^icarrt off" 

.wailfot /Be c^^d .-.except; git a 3h#fcing &t 
gpM. eax&6v lS Marti may s^ojjze fee iSEfife 
£f fiHrtipife to; rt$68&& fee; ifertfeykg ^trbfe^t: 
3gaa(|^t to efc&r^e the; benefit i^&ii; tO vfe 



*&$w. . ptiimig is ttfi ayatiabte w4t%tit 



Jsff Wfi^lSiy mteppto^ request for 
'S^i^i, regueifc for. of 



iS. aS^M.#ftfSS ^©f w^|-Mf response &r 



^0rit^hMest 



SQtjS.eE: 69: .ER 50003, 1% 20$, antes 



20 



mm 



fgurrent ttamgh May K> f 4&)7$ 92; FR 
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. .. 

the ^Ik&Bt tdlju^Bieflif Mj^o^.^*^^ a^:<*f fcc ^tfcbfc to &&itaic 



.0. 2QQ? : Ibom^^^ Works, 
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§ 1.617 



Fagc I 



(a) Aiiadr^ to d#$^fcif 

^mte&reace shaft prttc^d £a tite; nantial ipaa^ '^<sr &e jre^tfijns ptMs =p&t flT lix/O^ >^iiiifl^ of rtfte 
bi^;ic^^ ffie Sgmfpifc^ 6nic: in^W^i fa show cause 

ag 



^^OBti{ ; my set f^ ide^s a* to : ifce a^plicaac, feit die 

stitement sfcali be litnitwJ to ^Scu^^g why aS \ <kfcJej»& gr^is^ &y the afjplfeant ^ocs ncit oVcrtdnkf tire 



^*Wl^ : ;mo?e ihafc two ilF jpiotrcs^y p 



;ti id Nummary 



fc&j^^ by^agpll?^ &e Board shaU ^eeiclc wlielfer 

;fo;$y$taicfe $u&ffihGsl 1.6#8{i*)<&fi£ ai^ a&Stional eviden^pro^riy suferattetf uiwer para^a^hs (b) and 

' : seo&<»Asf|oi^^ fiia^ ^pix^sugt is ptfma facie cfitifl^cj td J^fecnt ttMye & tfe j^ieiftefc If the 



AO00J1 



f 



68 PR 6;6$£%~Q1 Page 30 

4ih"er first identified .^ire^lio.l^; %$$u^ ^Pjftd ;fcte; m im^:^M^^<^i^-fa^t; V^ithout at* 
Jeopardy ia the coriteeict cite art ^eeMfe^hfce • ^oo^ing . 

"03re. .0 tiler, £#0 s^.^^ficaily ; iri^t££££*d issti^s, t&e ;im^er 3 : 5.. D; S . Cv ..135(b)- .and 
lacfc bf . written dfescr^jbon : \m$&: 35 V. s,e. .1*2111, vfoum m, a±rect^ to the 
pT&yenpx&n £f spuradt^iy; pfed^k^d ^terlerence^" affd vcmI4 eoii&egueatiy ke limited -fed 
:j^tioQS £rpns .3 ;.pa^ty Wi^h qtofcea$t- /aj^li^tidii* a^iitst: aV party with an 

Wipe #a.t' -g^i&rt. Ii:3&*£& %r a*i& Stfeli-.' 'of *^££eii, 

; s;uj^^J?tea 'Mi iintifeely, whij^ _a 'cl#bfc X£€&£0$ ^rit^ij ;d6g^$|>ii&ff ma% %e 'timely but 
: i/B ^^pot^edv . -t^^-i^^d^s ^-^0 ^t^c^e^ .&£ ari 

: : Mfeferl^.encre woui;4 %e ini^^"^ of 'a claim- 

&^^i^ti^ : :M ^^£eadLpn ; err* is$tja|t^ ^fe^Srg^t^ paS&ati 

■it would ..not jr-eguirfe; ra^^ fd^tea^Mc^^" MatT £fe ^pan^rit ;had -ait latent to provoke 



£i^|Jo5e& ffi a%.^a&fafr wp^rjd , _res£$t£r. £Mb :W*^iW.eira&&fc# :$!■ M&/es 6&&v 607 > and f or | 
ja^J^qr^tpl ; : 4ira*i^t6# it Showing o;r -grisrity. aa^a'd aoi anticipate, all | 

^f&Jjggg !K3&ijt£i^^^ ^p^^a^fc^^f £iie :.|cttfes: j^Sit^: "ihM j££t thatter j 

:j^tSatr . it;' would: ^S^all^ £-&r' )£^±<^£ it> Jhok precisely j 

#££e> -its; ea£M%£. '^ii^^Mive. ^^"e|i^ to: p^a^tice -w^; di^iosret;, j 

■^Qtto^ed^^ £1 &8mm im;\mM ganteinae- £ke: pragfcW: mtiMK mate m Z&kim 1 

a^^l^ajtfe^ ;g8^igtj^j£i^^j&3 diS6^iaSi :t6e^ni^^LH^ a. s^^^ ci^iM/. i^>t : 'M^ I 
^^^=£s^gfp& ;th© ^#aim f5*a^ .^t(p$^ ' ;^v ^§feg;^ "li^r^ M #.^' 473^. 473, | 

M^iiBs^ ^am, iism -m^u .eaa^- £g&p f^i2ai^±ng ^gsa^: £s si -^oiiia \ 
■^asa^ffga^ s ' : 4a;a^^ m ±n : mp&sx.* """ *■ ' - : ^ ■ •: - ^ - •• * 

jjg 41. !2g^;(:cl W0^i,d, acr^|#^ ?J^£ft^^ : ^^;- : &^e 'gQS -.of ie^i^iii.g; 

^'r-^ .iffiSg^ ifia^ tgfe: iised io oStain-7a ';*l^fer ' a^fi^titte m 

jdtempt #fe .Jftt^^^ijj^' §uG}ie^§ ^^|e^. ^i : i^e apoi-£ga^C'i^t .98^5: '^&g$£&m or 
ifMfMfe- tSe '^u^i.effe 'foajti&E ^felifeSSfe-: i&f' ^kfefisr^ -the- regu'i^emdnt 

:a^l^pa^;t jjiaiy p;o#*fe \ to;' Mother ::o$'Miit %6e^aopl^eaEionf ;thati .^4?fea^jr '.elairiis felie 

p^ose of 4eke&ti^M& .& VbMrfen ieaspn : f ox ^priopp^i^ a^i ] 

^feMiia^yie; feiadbjp -fis'--. titajb #e^^agp3^a|xfc 'heL$g&$$ ^cdaJm^ fco" i^* I 

^¥pc®®d .Al-.--2S2£M1.; -tfoiiia; f efe ¥¥>i?^h fejte-.lta^^i; %jp ^ /§^aj^r p^qfe<|^# vSien an j 
- i%pS^G^jft hb:t #pp;e^r. l^.aMl >fe ^ibw ; ^t r ^cwkid> ^^a-±i p^o^i4s#. .Proposed t 

;.*t^^" : ta^ ; |a3:;^d; Ru;i« ... fffi^- irei^tiSMrB^ #uid >e ipd.e -.ffif^: 3^5- i^%e v 13,2 -tsviaa. i 

'•^■^^ •;#^ r <feiEDfl^t r o : $ 'tfee- a^ii^i^i^p under* 3 5- 'tf erS^'^gd i " *"" ' % | 

^v'^g^feg;>;.(^if w«®i3 .re^-ate t gi? ' ^ i^oMdincf a; baS<L& fj^r va sunriia^y proceeding on % i 

•;tifri'0$tak> :$B'£n ,tHe ajoplicamt fai*3t9 ^ fea^S 1 - a, SAt M^fegt; :s^6^iig of' pMa^itV- W 'be i 

•euf-ficOferri,. under urirbpojs-ed^ g.' -^1 J2p2tf&f > ■ ' : 't^"e' -6fitowing would! iby i ttfelfV i£ tl'rtr ^batted, 1 

lia^fe' 'to w^rirant a aetfjrminafcion ^#ity. * I 

^opos^d : .f: ii\ 2IG3 (a) wcmjtd $rire* ^j^a^daocrd: : £o:r d^taxiii^ a $$tfso$:. ipter-f ^e^encev 

^Ott? ^o^m^^- .Ife ^Pla&ft ^ 'tJ-.S.v SdKtv •Sda^^ 



